
AJnt 



tro States Fvtent and T^aofmark Office 



APPLICATION NO. 
09/964,622 

22850 



FILING DATE 
09/28/2001 



FIRST NAMED INVENTOR 
Toshiki Nanya 



?590 11/07/2002 

OBLON SPIVAK MCCLELLAND MAIER & NEUSTADT PC 
FOURTH FLOOR 

1755 JEFFERSON DAVIS HIGHWAY 
ARLINGTON, VA 22202 



" UNITED STATES DEPARTMENT OF COMMENCE 

Washington, D C. 20231 
www.uspLo.gov 



[ ATTORNEY DOCKET NO- 
214503US0 



CONFIRMATION NO. 
1917 



EXAMINER 



RODEE, CHRISTOPHER D 



ART UNIT 



PAPER NUMBER 



1756 

DATE MAILED: 11/07/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



. Office Action Summary 



Application No. 

09/964,622 



Exam in r 

Christopher D RoDee 



Applicants) 

NANYA ET AL 



Art Unit 

1756 



Wl 11 lOiwpi ^ I ■ 
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"TsHORTENED STATUTORY PERiOO FOR REPLY B SET TO EXPIRE , MONTH(S) FROM 

. tf NO period for reply is specified above, the ""J?^^ (35 US.C. § 133). 

' Spatent term adjustment See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)H This action is non-final. 

Disposition of Claims 

4) 12 Claim(s) ii25 is/are pending in the application. 

4a) Of the above claim(s) 2r£25 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) MM 's/are rejected. 

7) D Claim(s) is/are objected to. 

8) B Claim(s) 1^25 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10O The drawing(s) filed on _ is/are: a)D accepted or b)D objected to by the Examine, 

Applicant may not request that any objection to the drav^s) be held in abeyance. See 37 CFR 185(a). 

11 ) D The proposed drawing correction filed on is: «)□ approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) H Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a H d> or (f)- 

a)HAII b)D Some*c)D None of: 

1 m Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3D Copies of the certified copies of the priority documents have been received in this National Stage 

anDlication from the International Bureau (PCT Rule 17.2(a)). 

'Seetheattac^ , , , 

14 ) D a1™« 
a) □ The translation of the foreign language provisional applica ^ has been rece^ 

15) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or . 

Attachment(s) 4) f-] |nterview summary (PTCM1 3) Paper No(s) . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) 0 Other: 
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DETAILED ACTION 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

,. Claims 1-19, drawn to a toner, developer, and apparatus containing the toner, 

classified in class 430, subclass 108.22. 
„. Claims 20-25, drawn to a method of forming images, classified in class 430, 

subclass 124. 

The inventions are distinct, each from the other because of the following reasons'. 

inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct * either or both of the following can be shown: (t ) the process for using the 
product as claimed can be practiced wKh another materially different product or (2) the product 
as claimed can be used In a materially different process of using that product (MPEP 
S 806.05(h)). in the instant case the product as claimed can be used in a materially deferent 
process such as forming an electrostatic latent image on a dielectric surface using an 
ionographic stylus, developing the image with *e toner, and fusing the image to the dielectric 
surface. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their dWerent classification, restriction for examination 

purposes as indicated is proper. 

During a telephone conversation with Frederick Vastine on 21 October 2002 a 
provisional election was made with traverse to prosecute the invention of group I, claims 1-19. 
Affirmation of this election must be made by applicant in replying to mis Office action. Claims 
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20-25 are withdrawn from further considers by .he examiner, 37 CFR 1 .142(b), as being 
drawn to a non-elected invention. 

Information Disclosure Statement 
The information disciosure statement fiied 26 December 2001 faiis to comply with 37 
CFR 1 98(b)(3), which requires identification of me inventor, application number, and filing date; 
and all other information or tha, portion which caused » to be ,is.ed. I. has been placed In me 
application file, but the Information referred to therein has no, been consider The Exam,ner 
notes that copies of applicafions have been submitted with this IDS, but the app,ica,ions are no, 
idenfified. I, is no. possible for me Examinerto determine wNch applications have been 
submitted and if these correspond to the applications listed in the IDS. 

Claim OWecf/ons 

Cairns 2^d ^objected to because of me following informalities: the phraseology 
in calm 2 is awKward in the phrase o« *ft> of sa'K. ... monomers to weigh, of resin negative 

ft. word -a" before "dispersion" and Calm 7 appears ,o be missing me same word before 
■temperature-. Appropriate correction is required. 

Claim Re/ecft'ons - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 
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Claims 3, 1 1 . 18, and 1 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for faiiing to particular point out and distinctly Cairn the subject matter which 

applicant regards as the invention. 

Cairn 3 is indefinite because it is unclear if both the phenyl maleimide and phenyl 
itaconimides are presents as aromatic monomers or if only one of these monomers is required. 

Claim 1 1 is indefinite because a ratio cannot be defined as a percentage by weight. A 
ratio is a unitless number while the weight percentage has specific units. Clarification is 
requested. 

Claims 18<nd 19^b indefinite because the apparatus claim does not have any 
structure. An apparatus is defined by its structure not the contents of the apparatus (see MPEP 
21 1 4 & 21 1 5). Because the apparatus claims do not recite any structure and recite only the 
contents of the apparatus, which is a material worked upon by the apparatus (i.e., the toner) and 
does not provide any patentable weight, the claims are indefinite. 

Claim Rejections ■ 35 USC §§ 102 & 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 



States. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action', 
(a, A paten, ma, not be obtained tbougt, 

F^^££J&^^&'&»~ obv Js atthe time the 
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Claims 1-5 and 11-13 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 

11-218965. 

The Japanese document discloses a toner having a charge control resin formed from 
a sultonate-group containing monomer, a perfluoroalkyl group-containing acrylate, and an 
aromatic monomer having a ^drawing group (Abstract; fl [0010H0012,,. The sultonate- 
group containing monomer Is present in an amount o. from 1 to 10 % by weight, me 
perfluoroalky, group-contalning monomer is present In an amountoffrom 1 to 70 * by wefch, 
and me aromatic group-containing monomer is present In an amount o. from 1 to 70 % by 
weigh. {, (0016,,. A resin produced from these roomers has a * o, from 2000 to 150.000 ffl 
[0018,). Note me exempted charge control resins in ffll 10043,-1.0049, ** °" s 
are particularly pertinent to the instant claims. 

The toner also contains a binder resin and a colorant. The binder resin is preferably a 

polyester having an «* value o, from 5 to 30 (fl [0022,-10026,). The toner can be used as a 

one-component developer ffl [0034]). 

Calms 1-5, 11,13, and 14 are rejected under 35 U.S.C. 102(b)as being anticipated by 

Nakanishi et a/, in US Patent 5,728,501. 

Nakanish, discloses a toner compnsing a binder resin, a colorant, and a charge control 
porymer of unsaturated monomers (Abstract-, col. 2, 1. 1 1-12). The charge control agent polymer 
contains monomers having aromatic nng-containing monomers ma. are substituted with 
withdrawing groups such as haiogen, ni.ro, or cyano (col. 2, 1. 55-59; coi. 3, ,. 1-23). Other 
monomer for use In preparation of me polymer Include suKonic add-con,aining monomers and 
perfluoroaiky, acry,a,e monomers (col. 3, 1. 28-33, 1. 40. 1. 45-54). The polymer has a preferred 
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agents include: 

Compound (16, A copolymer o. 46% by we*. - dichlorophenylmaleimide, 60% by 
we*, o, perfluoroa.Ky. (.he mix,ure o« C,C„, e«hy, ***** and 4% by we*, o, 
scenes** acid sodium sal. (note that H. las. component is a viny, aromatic monomer, 
Compound (17): A copolymer o. 46% by weigh, of dichlorophenylmaleimide, 50% by 
we*, o. pemuoroa,Ky, ph. mixture o, M e<hy, me.hac^,a.e and 5% by weigh, of 
styrenesulfonic acid tributylamine salt; 

Compound (18): A copolymer o, 66% by weigh, o, dichlorophenylitaconimide. 30% by 
weigh, o, petfuoroalM Oh. mWure of C.-C, 2 > e.hy, acry,a.e and 6% by weigh, of 
styrenesulfonic acid magnesium salt (66/30/6, 

Compound ,19): A copolymer o, 66% by we*, o, dich,oropheny,i.aconimide, 40% by 

• t „ n( r r \ Pthvl acrvlate and 6% by weight of 
weight of perfluoroalkyl (the mixture of C 8 -C 12 ) ethyl acry.aie 

sulfophenylitaconimide sodium salt; and 

Compound (20): A copolymer o, 30% by weigh, o, di«eny, te con,rnide, 64% by 
weigh, of perfluoroaW ph. mlx.ure of C-C„) ethy, ***** and 6% by we*, o, 
sulfophenylitaconimide sodium salt. 

See column 9, 1. 25-44 as well as Examples A6-A9 and A12. 
Sul.ble.oner binders o,.he composi.,on include po,yes.ers (col. 11,1. 1B-19,and epoxy 
resinsfon— poiyols (col. 11.1.20.22, The toner con.ins .he binder resin in an amount 
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the binder resin (cc,. 12, 1. 12-13). which havea s*e offrom 0.01 ,o 4 microns, preface 0.05 
, o2m ic,ons<co,. 12,i.27.34). See ExampieBa and Tone, T17 where c^e con.ro, poiyn,, 
A7 „ combined w«h polyester resin. A,so no.e toner T19 , ha, uses a polyester resin and chare, 
control polymer A12. 

The .one, of me invention can be used alone as a one-componen, deveioper or with a 
earner as a two-component developer (col. 12,1. 57-60). 

Claims 7-9 are re)ected under 35 U.S.C. 102(b) as anticipated by or, in me alternative, 
under 35 U.S.C. 103(a) as obvious over NaKanishi e, a/, in US Paten, 5,728,50, or JP 1 ,- 
218965. 

NaKanishi was discussed above. The reference does no, specify the temperature wbere 
, he apparent viscosity o, the cha^e cc.ro, resin becomes 10« Pa, me volatile content in the 
resin or me vo,ume resistivity o, me resin. I, appears that me exemplified resins of NaKanishi 
lnh eren»y have ,hese earned charaCeHstics because me resins are product from the 
monomers disclosed and/or Calmed ,o provide me charaCenstics required o, ,he ,ns,an, 

A7. 

The OP reference was also discussed above. LIKe Nakanishi. mis reference does no, 
specify me ,empera,ure where me apparen, viscosify of me chame con.ro, resin becomes 10« 

exempt resins of .he JP referee inherent have .hese Calmed charaCehstics because 
,he resins are produced from me monomers disclosed and/or Calmed .o provide me 
characenstics required of ,he instan, invention. See spec. p. 14, 1. 2-3 & 24, p. 1 5, 1. 10-1 1 . 
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The M o, a new use, new (unction or unknown property which is inherency presen, 
in ,he prior art does no, necessarily make «he Cain, pa.en.hie. In re Besf. 195 USPQ 430. 433 
(CCPA 1977). "in relying upon tte theory of inherency, the examiner must provide a has,s ,n 
fac, and/or technical reasoning to reasonably support the determination that the allegediy 
inherent characteristic necessarily Hows from the ,ea*ings of t. applied prior art, a parte 
Levy 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). In the instant fact situation the 
Examiner has provided scien* reasoning to explain wtty the characteristics claimed would be 
inherent in the prior art *arge control resin. TOe PTO can require an applicant to prove tha, 
toe prior art products do no, necessarily or inherently possess me characteristics of his [or her, 
claimed product. Whether I. rejection is based on inherency' under 35 U.S.C. 102. on prima 
fad e obviousness' under 35 U.S.C. 103, iointly or alternatively, the burden o, proof is me same.' 
In re Fitzgerald, 205 USPQ 594, 596 (CCPA 1980). 

Cairns 6 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Nakanishi e( a/, in US Patent 5,728.501 . 

The Nakanishi reference was described above. The reference is not seen as iden«cally 
disclosing me claimed disperse particle sizeofthe charge contro, resin orthe 
average molecuiar weigh,. However, the reference does disease charge contro, resin domain 
sizes o, from 0.05 ,o 2 microns and suggests weight-average molecufcr weights o, from 200 to 

200,000 for the charge control resin. 

„ would have been obvious to one having ordinary skill in the art at the time the 

reference because the artisan would expect such sizes to effectively permit disperse as 
mdividua, domains while providing the desired charging characteristics to me toner. The art,san 
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resin components. 



,B, C.-- ^T',, 

„ fOT ,e 0 ne a n d .oco m pona nt ae.,ope re , SU * a sw h en i nanappa ratU , T ,e 

□hotoreceptor in an electrophotographic apparatus. 

. carrier It would also have been obvious to the 

whi ,e avoiding -sticking" of the toner to the earner. It w 

art i S an,op,ace,he,onerorco m h,na«ono f ,onerandcarnerinacon B ,ner,su.asons 
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, „ because this is conventional, as shown by Diamond, ,n 
associated with an imaging apparatus, because this 

Double Patenting 

The nonstatus pate*^^ 
9ro undS?n n p 0 : M c poiicy (a POUCV re. eaed «J£»$& by a patent and to prevent 

P USPQ2d 2010 (Fed<X WW* ; » 1(PCPA1WI»»^« F ^ 1IW . 
re van Ornum ^ 6 f. 2 ^ ^ re Tn orf„glon, 418 F.2d 528 163 ABTO » ^ be ^ (0 
USPQ a?S »Sinai disciaimer in ^nce w* WCFR ^ te[lting gro und 
a" Si o, P^»^' to "SSnJ* owned with th,s 

CFR 3.73(b). 

not patentabiy distinct ton each other because the tone 
the charge centre, agent et the copending app,ica«on ,nhere„.iy to 

COmPOn :Iisa — obvieusnes^doubiepatentingreiectionbecausethecon^ 
claims have not in fact been patented. 
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Conclusion 

^no.ui.conceminathiscommunicati on or excommunicato, he examiner 

examine, can nonr* be reached on most weekdays from 6 ,o 4:30. 

„ attempts to reach me examiner by telephone are unsuccessful the examined 
supervisor,^ Huffcanbe reached on 70 3 30S-2464. The fa* phone numbers for »e 

a ten. R79 931 1 for After Final communications, 
communications and 703 872-9J1 1 Tor mi 

M,^^-. or reia^tothestatusofthisappiication or proceed^ 

shou ,d be directed to the receptionist *hose teiephone number is 703 308-066, . 

<^Z&** — 

CHRISTOPHER BOOEE 
PRIMARY EXAMINER 

car 

November 4, 2002 



